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T A H | ^cS^WSS^ " T ° »»* ' M °«™<S) FROM 

1)B Responsive to communication(s) filed on 18June2003 
2a)KI This action is FINAL. 2 hin Thi* , • 

n Z °)U This action is non-final. 

4H Claim(s) llS^ is/are pending in the application 

■sm « ab0Veda,m(S) »"*■«> •« consideration. 

5) U Claim(s) is/are allowed. 

6) 0 Claim(s)<r2-fj7 is/are rejected. 
?)□ Claim(s) is/are objected to. 

9)D Die specification is objected to by the Examiner 
lOOTbedra^sJtitedc islm a)Q accepM „ 

12)U The oath or declaration is objected to by the Examiner 
Pn nty under 35 U.S.C.§§ 119 and 120 

C^copiesoftheprioritydocumentshavebeenreoeived 
^-P-ofmeptoitydocurnenfebavebeenrecerved'inApplicattonNo 

14)D Acknowledgment is made of a Cairn for domestic priority under 35 U S C Z w, 

a) □ The translation of the foreign lanouan. om I § (e) (t ° 3 pr ° visional a PP'ication). 

15® Acknowledgment is made ofS or lI 7 aPP ' iCati0n haS been received " 

Attachments, . ** Under 35 U.S.C. §§ 120 and/or 121. 

D □ Notice of References Cited (PTO-892) p, 

3> H lnJ! iCe °! Dr " teperSOn ' s Patent D ™"9 Review (PTO-948) 2 R SUmmary (PTCM13 > Pa P* No(s). 

| 3)Uimbm,ato, Dsctosure Statements) (PTO-1449) Paper No s) f R * ' nf0fmal Patent (PTO-I^T ' 

patent and Trao^*Offici _~~ ' 6 ) U Other: 

PTOL-326 (Rev. 04-01) 
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DETAILED ACTION 

Status of the Claims 

Claims 112-117 are pending. 

The amendments to claims 1 1 2 anri n c • r, 

ms 1 12 and 1 16 ,n Paper No. 20, filed June 18 2003 

have overcome the rejections of the claims under 35 USC 1 12 

rejections are withdrawn. ' ^ ^ 

C,aims1l2-1l 7s t andr , ectedunder35uscio2( ^ 

(Gelfand et al.). 



Response to Arguments 
Claim Rejections - 35 USC § 102 

A Person shall be entitled to a patent unless- 

(e) the invention was de<?rrihoH ■ 



ion Act 



^ made to 3S U,,. 102(e) by (he Ameton , nven(ore pro(e 

A me nd m en te Ac.of2002do„o,app, ywhenthereferenceis 

directly or indirectly fm m = ■ . P re$U " in9 

There, re J 31 aPP ' iCaa0n ~ N ~ * *>00. 

Therefore, the pnorar, date ofthe reference is denned under 35 U S C in* , 

to,hea ~^eA, PA(P re. A1PA35u ,, ^ 
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Claims 1,2-1,7 are rejected under 35Usci02, e > k- 
5.210,015 (Gelfand et al , " ' 9 amiCipated "» <» 

to the .nstant claimed firs, oligonucleotide) The y Dor r , 
oligonucleotide hybridizes to ,h» * • " ° f ' he firet 

-es,heJ rid J p 7 ^---icac, A ,„ uc(ease 

*»d 5 port,on of the target nucleic acid The 3W , 
targe, nucleic acid hybridizes to , he first olioo , ' 

mer,rst oligonucleotide Th*iv« ^- 

-eicac W h y brid i2 es,oa,abe te do,i 3 o„ucleo,ide ( ,h, ' P ° rtl0n0f,he,a -' 
°«~deo f i„ stentdaim113 . The( ^^—P—o.esecond 

G*nde,a,.a,co,umn7 , as , ^ ^ a vi.s (see 

»iumn 7, last paragraph, as recited in claim 1« t„ . 

as recited in claims 1,6 and , ,7 The d ^ °* n " * *" 

~--a te ,asrec„edi„ c ,aim i : ^ ^ ,e 

Argumen,s P resen,edi„Paper No . 20pages45;j „ 

^e copied froni US Pa, Nos aim. ""^ "* C,aims 

31 Nos - 6,1 10,677 and 6,121 001 it h 

-'e re „c ew asci,edinUSPa, N0 s 6110677 * the Gelfand 

— 0,677and61 2 , ooi ; 6 1 °' 677and6 ' ,21 '°— -aims! nUSPa, 

—hatoe.nde^ Tr*^ h *-?-^ J* - 

--,oes„o„e a chame,odemp| oyin g,, otherma|condiuons 
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Gefend « * has «** renewed ,o assure that the ah 
accurate and correct. ab0,,e rejec,ion is 

At column 21, ,,nes 34-43, Gelfand et a, teach that * 
assay TheTmisa, * h «°"'-,ease 

-thermal oondit^s. ' G *" d * * did »-* 

« column 13, line 59 -column 14 line 31 rw „ 
(*en, m edasBW33,n«ande,a, 

M*e si " ^ 3 "*» ■** *- no, 

r ,u, ^ e (taught as a non complementan/ ♦ •. • 

-'-022 lineir Gelf H re9,0n, • ^ c°' u mn 20, line 60 - 

1 1 ? ' Gelfand et at- teach that the probe (Bwm> « , • 
test for 5' nuclease activitv Th " me,hod to 

ease act,v„y. The probe is cleaved, releasing the 5' end Th 

e. al. teach that the olfconucleoade has a 5' D „ rt - ' ^ 

^.polynucleotide. Therefore 1 the 

Therefore, the arguments are notfound persuasive. 

THIS ACTION IS MADE pimai « ,. 
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A shortened statutory period for repiy , 0 , his fina , arf . 

~„ f ee P u re u an „o3 7 c FR1136(a) h ^ ^ ^ iS — - V 

-eadv^actlon , nno ^ ^ ^ date of 

-yaetan. Innoevent, however, "'".he statutory period for re„, ■ 
than SIX MONTHS from ,h= •,. ^"^'or reply exp,re later 

S "° m lhe ma "'"9 "ate of this final action 
Any inquiry concerning this communicate, oreartier ,„ 

^82. The examiner can normally be k " umb " * (703) 306- 

^toreachl ^"^^""-l 

~or, Re y Yu rr erby ^ 

my Yucel can be reached on (703) 305-1998 Th , u 

' ^ 

a • 9,Sass, 9 ned ''s(703)872-9^nR 
Any 1 n q uir y ofa g ene ra ,na«ureorre,a,i„ g , 0 , hestatusof( , 3 ° 6 - 
Proceeding shou , d be directed , ome the ~»* application or 

•o ft. recep„onis, whose telephone number is ,703) 308- 
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